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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claim 1 , 2, 4 and 13 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Iwato et al. (US 2003/0143481 ). 

With respect to claims 1 , 2 and 4, Iwato et al discloses image forming material 
comprising: a infrared absorbing dye, such as diimmoniuim dyes (paragraph 
[0144] having an absorption maximum in a wavelength range from 760 nm to 
1200 nm (paragraph [0143]); a resin [0100] that is provided on a transparent 
substrate film (polyester substrate film - paragraph [0198]); wherein a fluorine- 
type surfactant is contained at preferably 0.01 to 1% by weight and more 
preferably 0.05 to 0.5% by weight (paragraph [0193]). Because the image 
forming material of Iwato et al. contains the same components as the applicant's 
near-infrared absorption film, it is the examiner's position that the image forming 
material of Iwato et al. inherently would have a hydrophile-lipophiole balance 
(HLB) between 2 to 12 with respect to the surfactant (MPEP 2112). 
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With respect to claim 13, Iwato et al discloses a process for preparing an image 
forming material comprising: a infrared absorbing dye, such as diimmoniuim dyes 
(paragraphs [0144] and [0143]); a resin (paragraph [0100]); and an organic 
solvent (paragraph [0189]) that is provided on a transparent substrate film 
(polyester substrate film - paragraph [0198]); wherein a fluorine-type surfactant 
is contained at preferably 0.01 to 1 % by weight and more preferably 0.05 to 0.5% 
by weight (paragraph [0193]). Because the image forming material of Iwato et al. 
contains the same components as the applicant's near-infrared absorption film, it 
is the examiner's position that the image forming material of Iwato et al. 
inherently would have a hydrophile-lipophiole balance (HLB) between 2 to 12 
with respect to the surfactant (MPEP 2112). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 3 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Iwato et al. (US 2003/0143481) as applied to claim 1 and in view of Kuwabara (US 
2002/375766). 
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With respect to claim 3, Iwato et al discloses the film as supplied to claim 1 
above, but fails to disclose a dye within the near-infrared ray absorption layer. that have 
a maximum absorption between 550 nm and 620 nm in wavelength. 

Kuwabara disclose a similar near infrared absorption material that comprises a 
near-infrared absorbing dye (such as a diimmonium dye - paragraph [0035]), a 
transparent resin [0032] on a transparent substrate (paragraph [0027] wherein the near- 
infrared absorption material contains a dye selectively absorbing light between the 
wavelengths of 550 and 620 nm (paragraph [0032] and [0050]). The addition of the dye 
that absorbs at wavelengths between 550 and 620 nm will proved clear images and 
increase durability and weather resistance (paragraph [0009]). 

It would be obvious to one of ordinary skill in the art to include dye that absorbs 
at wavelengths between 550 and 620 nm disclosed in the near infrared absorption 
material of Kuwabara to the transparent substrate film of Iwato et al. to further enhance 
the clarity of images and increase durability and weather resistance (paragraph [0009]). 

With respect to claim 9, it is the examiner's position the near infrared film 
comprising said dye has a light transmittance between 550 and 600 nm between 40 and 
60% and a light transmittance no higher than 20% between 800 and 1 100nm 
(paragraph [0061] and figure 1) as taught by Kuwabara. 
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5. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Iwato et 
al. (US 2003/0143481 ) as applied to claim 1 and in view of Sato et al. (Japanese Patent 
Application 2004-202899). 

With respect to claim 5, Iwato et al discloses the film as supplied to claim 1 
above, but fails to disclose a transparent substrate film made of a laminated film made 
of at least three layers or more or an ultraviolet layer. 

Sato et al. discloses a similar transparent, laminating polyester film that contains 
that is made of three layers (paragraph [0008]), and an ultraviolet ray absorbent 
(paragraph [0014]) is provided within the inner layer (paragraphs [0008] and [0013]). 
The laminated film will have the capacity to cut-off ultraviolet rays so that decomposition 
can't take place during film production (paragraph [0004]). 

It would be obvious to one of ordinary skill in the art to use the transparent film of 
Sato et al. in place of the transparent substrate film of Iwato et al. to further enhance the 
capacity to cut-off ultraviolet rays in order to prevent the decomposition of the film 
during its production. 

6. Claims 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Iwato et al. (US 2003/0143481 ) as applied to claim 1 and in view of Taki et al. (US 
6,703,138). 

With respect to claims 6 and 7, Iwato et al. discloses the film as supplied to claim 
1 above as well as an resin intermediate layer between the image forming a layer and 
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substrate (paragraph [0195]), but fails to disclose the type of resin and acid value of that 
resin. 

Taki et al. discloses an adhesive laminated film that includes a acrylic resin with 
acid value of at least 200 eq./t along with polyester resins, or a copolymer (including 
block and graft copolymers - column 4, lines 60-61 ) of two or more of these resins and 
contains at least one monomer that comprises an acid anhydride containing a double 
bond (column 5, lines 22-29). If the acid value is lower than 200 eq./t, the acrylic resin 
is not sufficiently water soluble or water-dispersable causing polar groups to remain 
unchanged therefore lowering the water resistance of the coating layer (column 5, lines 
5-14). Further, the use of graft polymers has been proposed to improve the adhesion of 
polyester films (column 1, lines 31-38). 

It would be obvious to one of ordinary skill in the art to include adhesive layer of 
Taki et al. in place of intermediate layer of the image forming material of Iwato et al. to 
further enhance water resistance and the adhesion of the coating layer. 

7. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Iwato et 
al. (US 2003/0143481) as applied to claim 1 in view of Oya (US 2003/0186040). 

With respect to claim 8, Iwato et al. discloses the film as supplied to claim 1 
above, but fails to disclose the light transmission of the near-infrared absorption film. 

Oya discloses a similar near-infrared ray film that comprises a near-infrared light 
absorber (paragraph [0038]), glass substrate (paragraph [0170)], a resin (paragraph 
[0044]), and surfactant (paragraph [0145]) wherein the film has a total transmittance of 
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60% or more between the wavelengths of 400 to 650 nm (paragraph [0034]) and 
transmittances at 850 nm and 950 nm to 20% or less (paragraphs [0027] and [0036]). 
When total transmittance is lower than 60% of wavelengths between 400 to 600 nm, the 
entire image becomes dark and power consumption for achieving brightness increases 
(paragraph [0034]). When the transmittances for near infrared rays having wavelengths 
of 850 nm and 950 nm are higher than 20%, near infrared rays radiated from the 
plasma display may not be shielded completely, whereby the peripheral equipment of 
the plasma display may. malfunction (paragraph [0027]). 

It would be obvious to on of ordinary skill in the art to use a film having the light 
transmittance properties of the near-infrared film of Oya in the near-infrared film of Iwato 
et al. to prevent the production of dark images and possible malfunction of the 
peripheral equipment of the plasma display. 

8. Claims 10 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Iwato et al. (US 2003/0143481 ) as applied to claim 1 in view of Moriwaki et al (US 
2003/0021935). 

With respect to claim 10, Iwato et al. discloses the film as supplied to claim 1 
above, but fails to disclose an anti-reflective layer. 

Moriwaki et al discloses a laminated film that comprises a resin [0049], colorant 
[0046] and [0047] layer provided on a substrate film [0060] wherein an antireflection 
layer is formed on one side of the substrate and where the colored adhesive (colorant 
layer) is formed on the other side of the substrate [0060]. The laminated film has the 
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colorant layer formed on the opposite side to the antireflective layer (paragraph [0061]). 
Further, the laminated film is used so that the antireflection layer is on the observer 
side, and the colorant layer (or the colored adhesive layer) is on the display device 
(such as cathode ray tube) side (paragraph [0061]). The use of an antireflective layer 
can prevent reflection on the surface of the panel glass and make the brightness of an 
image more uniform regarding production of CRT (paragraph [0007]). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use an antireflective layer as disclosed by Moriwaki et al. within the film of 
Iwato et al. to prevent the reflection of the surface of the panel glass of a CRT display 
and provide a more uniform image. 

9. Claims 1 1 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Iwato et al. (US 2003/0143481 ) as applied to claim 1 in view of Kumano et al (JP 
2003-127310) 

With respect to claims 11 and 12, Iwato et al. discloses the film as applied to 
claim 1 above, but fails to disclose a near-infrared film roll. 

Kumano et al. discloses the process for preparing a cavity-containing polyester- 
based film roll in which the total color difference (E) in the film roll is 1.0 (paragraph 
[0020]) or less and wherein the color difference is a measurement incorporating the 
average color tone value, L (paragraph 0020). If the color difference is too large, than 
the color tome fluctuation within the lot of a film roll will become large therefore spoiling 
the design nature of the patterned printing layer and the stability of the film (paragraph 
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[0020]). To make the color difference smaller, it is important to decrease the 
segregation of the material inside to receive proper distribution of the color pigment 
(paragraph [0021]). It is the examiner's position that the color difference can be 
obtained using any said length or width because stretching and widening film can be 
performed to obtain any desired color difference. Also, color tone is also dependent 
upon the amount of color pigment within the film that will also affect the color difference. 

It would have been obvious to one of ordinary skill within the art at the time of the 
invention to provide a film roll comprising the image forming material of Iwato et al and 
having a color difference of 1 .0 or lower by measuring the color tone of the film as 
taught by Kumano et al. to preserve the design nature of the patterned printing layer 
and the stability of the film. 

10. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Iwato et 
al. (US 2003/0143481) as applied to claim 13 above and further in view of Kubo. (US 
6,770,430). 

With respect to claim 14, Iwato et al. discloses the film (image forming material) 
as applied to claim 13 above, but fails to disclose a multi-stage drying after coating a 
film on a substrate. 

Kubo discloses a thermally processed image forming material wherein a coating 
of material is applied to a substrate and dried with from 25 to 40 degrees C for (at a 
constant drying rate) and then heated again to 80 degrees C (paragraph [0204]). For 
preventing uneven processing due to dimensional changes, it is preferred to heat the 
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material the material at 80-1 15 degrees C for 5 seconds then heating the material from 
1 10 to 140 degree to produce the image (multi-stage heating) (column 29, lines 35-39). 

It would have been obvious to on of ordinary skill within the art at the time of the 
invention to apply a multi-stage heating process as disclosed by Kubo et al. to the 
image forming material of Iwato et al. to prevent uneven processing in the production of 
an image. 

1 1 . Claims 15 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Iwato et al. (US 2003/0143481 ) as applied to claim 1 3 above and further in view of 
Ogawa et al. (US 2004/0071883). 

With respect to claims 15 and 16, Iwato et al. discloses the film (image forming 
material) as applied to claim 13 above, but fails to disclose the use of reverse gravure 
method in applying forming material. 

Ogawa et al discloses a method and apparatus for coating a thin film comprising 
a reverse gravure coating type roll (paragraph [0033] and Figure 1 ) wherein the 
diameter of the gravure roll (1) in Figure 1 not smaller than 15mm (paragraph [0091]). 
In the case that the diameter of the gravure roll falls below 1 5 mm, when the doctor 
blade (3) is pressed against the gravure roll (1 ), the roll is bent so much causing 
unevenness of coating due to the rotation of the roll (paragraph [0091]). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use reverse gravure method with a diameter of 15 mm or more as disclosed 
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within Ogawa et al. in applying the image forming material of Iwato et al. to prevent 
unevenness of the coating to a substrate. 

12. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Iwato et 
al. (US 2003/0143481) in view of Kumano et al (Japanese Patent 2003-127310). 

With respect to claim 17, modified Iwato et al. discloses an image forming 
material comprising: a infrared absorbing dye, such as diimmoniuim dyes (paragraph 
[0144] having an absorption maximum in a wavelength range from 760 nm to 1200 nm 
(paragraph [0143]); a resin [0100] that is provided on a transparent substrate film 
(polyester substrate film - paragraph [0198]); wherein a fluorine-type surfactant is 
contained at preferably 0.01 to 1% by weight and more preferably 0.05 to 0.5% by 
weight (paragraph [0193]). Because the image forming material of Iwato et al. contains 
the same components as the applicant's near-infrared absorption film, it is the 
examiner's position that the image forming material of Iwato et al. inherently would have 
a hydrophile-lipophiole balance (HLB) between 2 to 12 with respect to the surfactant 
(MPEP 2112). Modified Iwato et al. also discloses along with drying of the film 
(paragraph [0219]) but fails to disclose a process for preparing a film roll that has a 
maximum color difference of 1 .0 or smaller. 

Kumano et al. discloses the process for preparing a cavity-containing polyester- 
based film roll in which the total color difference (E) in the film roll is 1.0 (paragraph 
[0020]) or less and wherein the color difference is a measurement incorporating the 
average color tone value, L (paragraph 0020). If the color difference is too large, than 
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the color tome fluctuation within the lot of a film roll will become large therefore spoiling 
the design nature of the patterned printing layer and the stability of the film (paragraph 
[0020]). To make the color difference smaller, it is important to decrease the 
segregation of the material inside to receive proper distribution of the color pigment 
(paragraph [0021]). It is the examiner's position that the color difference can be 
obtained using any said length or width because stretching and widening film can be 
performed to obtain any desired color difference. Also, color tone is also dependent 
upon the amount of color pigment within the film that will also affect the color difference. 

It would have been obvious to one of ordinary skill within the art at the time of the 
invention to prepare a film roll comprising the image forming material of Iwato et al. 
wherein the film has a color difference of 1 .0 or lower by measuring the color tone of the 
film as taught by Kumano et al. to preserve the design nature of the patterned printing 
layer and the stability of the film, 

13. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Iwato et 
al. (US 2003/0143481) in view of Kumano (Japanese Patent 2003-127310) as applied 
to claim 17 above and further in view of Iwasaki et al (US 4,948,635). 

With respect to claim 18, modified Iwato et al. discloses the film as applied to 
claim 1 above along with drying of the film (paragraph [0219]) but fails to disclose the 
use of a gravure apparatus in applying coating solution. 

Iwasaki et al. discloses a gravure coating device and method wherein the velocity 
of the gravure roll and of the web affects the thickness of the application of the coating 
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agent (column 12, lines 30-35 and FIG. 9). As the velocity increase, the thickness of the 
coating agent will increase (See FIG. 9). Iwasaki also teaches that in prior art that 
wrinkles are produced on the surface side of the web (film) when the web is thin 
(column 2, lines 5-10) from the clamping force of the rolls (column 2, lines 5-10). It is 
the position of the examiner that one would adjust the rotational rate and running rate of 
the film by increasing the thickness of the film in order achieve smoothness and prevent 
wrinkles from occurring in the film. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to use a gravure coating apparatus as disclosed by Iwasaki et al. in 
applying the film of modified Iwato et al. to prevent wrinkling of the film on its surface 
side as well as to increase film thickness to achieve smoothness in film. 

14. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Iwato et 
al. (2003/0143481) in view of Kumano (Japanese Patent 2003-127310) as applied to 
claim 17 above, and further in view of Ogawa et al (US 2004/0071883). 

With respect to claim 19, modified Iwato et al. discloses the film as applied to 
claim 17 above along with drying of the film (paragraph [0219]) however, modified 
Iwato et al. fails to discloses the use of a gravure coating apparatus in preparing a film 
roll. 

Ogawa et al discloses a method and apparatus for coating a thin film comprising 
a reverse gravure coating type roll (paragraph [0033] and Figure 1 ) wherein apparatus 
(100) has a gravure roll (1 ) is made of ceramic (paragraph [0098]) and a doctor blade 
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(3) that is capable of scrapping off the excess coating solution (paragraph [0099]) by 
coming in contact with the gravure roll (paragraph [0100]). The excess coating solution 
is recycled to the coating solution supply (61) by the coating solution recovery portion 
73 (paragraph [0057]). In the case that the diameter of the gravure roll is too low, when 
the doctor blade (3) is pressed against the gravure roll (1), the roll is bent so much 
causing unevenness of coating due to the rotation of the roll (paragraph [0091]). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use a reverse gravure method with a diameter of 1 5 mm or more as 
disclosed within Ogawa et al. in applying the image forming material of Iwato et al. to 
prevent unevenness of the coating. 

15. Claims 20 -21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Iwato et al in view of Iwasaki et al (US 4,948,635). 

With respect to claim 20 and 21 , Iwato et al. discloses the film as applied to 
claims 1 and 13 above, however, Iwato et al. fails to discloses the use of a gravure 
coating apparatus and method of in preparing a film roll. 

Iwasaki et al. discloses a gravure coating device and method wherein the velocity 
of the gravure roll and of the web affects the thickness of the application of the coating 
agent (column 12, lines 30-35 and FIG. 9). As the velocity increase, the thickness of the 
coating agent will increase (FIG. 9). Iwasaki also teaches that in prior art that wrinkles 
are produced on the surface side of the web (film) when the web is thin (column 2, lines 
5-10) from the clamping force of the rolls (column 2, lines 5-10). It is the position of the 
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examiner that one would adjust the rotational rate and running rate of the film by 
increasing the thickness of the film in order achieve smoothness and prevent wrinkles 
from occurring in the film. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to use a gravure coating apparatus as disclosed by Iwasaki et al. in 
applying the film of modified Iwato et al. to prevent wrinkling of the film on its surface 
side as well as to increase film thickness to achieve smoothness in film. 

16. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Iwato et 
al. (2003/0143481) in view of Iwasaki et al. (US 4,948,635) as applied to claim 20 
above, and further in view of Ogawa et al (US 2004/0071883). 

With respect to claim 22, Iwato et al. discloses the process for preparing a near 
infrared film as applied to claim 20 above along with drying of the film (paragraph 
[0219]) however, modified Iwato et al. fails to discloses the use of a gravure coating 
apparatus in preparing a film roll. 

Ogawa et al discloses a method and apparatus for coating a thin film comprising 
a reverse gravure coating type roll (paragraph [0033] and Figure 1) wherein apparatus 
(100) has a gravure roll (1 ) is made of ceramic (paragraph [0098]) and a doctor blade 
(3) that is capable of scrapping off the excess coating solution (paragraph [0099]) by 
coming in contact with the gravure roll (paragraph [0100]). The excess coating solution 
is recycled to the coating solution supply (61 ) by the coating solution recovery portion 
73 (paragraph [0057]). In the case that the diameter of the gravure roll is too low, when 



Application/Control Number: 10/567,761 Page 16 

Art Unit: 1709 

the doctor blade (3) is pressed against the gravure roll (1), the roll is bent so much 
causing unevenness of coating due to the rotation of the roll (paragraph [0091]). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use a reverse gravure method with a diameter of 15 mm or more as 
disclosed within Ogawa et al. in applying the image forming material of Iwato et al. to 
prevent unevenness of the coating. 

17. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Iwato et 
al. (2003/0143481) in view of Iwasaki et al. (US 4,948,635) as applied to claim 20 
above, and further in view of Kubo (US 6,770,430). 

With respect to claim 23, Iwato et al. discloses the process for preparing a near 
infrared film as applied to claim 20 above along with drying of the film (paragraph 
[0219]) however, modified Iwato et al. fails to discloses a multi-stage drying process 
after coating a film on a substrate. 

Kubo discloses a thermally processed image forming material wherein a coating 
of material is applied to a substrate and dried with from 25 to 40 degrees C for (at a 
constant drying rate) and then heated again to 80 degrees C (paragraph [0204]). For 
preventing uneven processing due to dimensional changes, it is preferred to heat the 
material the material at 80-1 15 degrees C for 5 seconds then heating the material from 
1 10 to 140 degree to produce the image (multi-stage heating) (column 29, lines 35-39). 

It would have been obvious to on of ordinary skill within the art at the time of the 
invention to apply a multi-stage heating process as disclosed by Kubo et al. to the 
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image forming material of Iwato et al. to prevent uneven processing in the production of 
an image. 



Conclusion 

1 8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ponder N. Thompson-Rummel whose telephone 
number is 571-272-9816. The examiner can normally be reached on Monday-Friday 
7:30 am - 5:00 pm EST. 

, If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexa Neckel can be reached on 571-272-1446. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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